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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

The amendments to claims 1, 13 and 29 and the specification, the cancellation of 
claims 11-12, 19-28 and 37-38 and the 'Declaration of John G. Carman' (henceforth 
referred to as the 'Carman Declaration'), filed December 23, 2005, have been received 
and entered in full. 

Those rejections or objections not specifically addressed in this Office Action are 
withdrawn in view of Applicant's amendments. 

Claims 1-10, 13-20 and 29-36 are pending. 

Response to Arguments 

2. Applicant's arguments, see page 8 of 'Remarks', filed December 23, 2005, with 
respect to the objection of the Declaration and the specification have been fully 
considered and are persuasive. The objection of the Declaration and specification has 
been withdrawn. 

The 35 USC § 102(b) rejection of claims 11-12, 19-20 and 37-38 are moot in 
view of Applicant's cancellation of the claims in the 'Amendments to the Claims' filed 
December 23, 2005. 
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Claim Rejections - 35 (JSC § 112, first paragraph - Written Description 

3. Claims 1-10, 13-20 and 29-36 remain rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The rejection is 
repeated for the reasons of record as set forth in the Office Action mailed June 28, 
2005, as applied to claims 1-20 and 29-38. Applicant's arguments filed December 23, 
2005 have been fully considered but they are not persuasive. 

Applicant argues that the test for whether a specification has met the written 
description requirements is whether the specification conveys with reasonable clarity to 
those skilled in the art that Applicant was in possession of the invention as claimed as of 
the filing date. Applicant further argues that an applicant shows possession of the 
claimed invention by describing the claimed invention using such descriptive means as 
word, structures, etc. Therefore, Applicant states that the amendment of the claims 
more specifically recite the steps of the invention (see pages 8-9 of 'Remarks' filed 
December 23, 2005). 

This is not persuasive. The MPEP states that the written description requirement 
has several policy objectives. "[T]he essential goal' of the description of the invention 
requirement is to clearly convey the information that an applicant has invented the 
subject matter which is claimed." In re Barker, 559 F.2d 588, 592 n.4, 194 USPQ 470, 
473 n.4 (CCPA 1977). Applicant has broadly claimed a method of producing any 
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angiospermous apomictic plant that exhibits an increased genetic stability for apomixis 
compared to any apomictic parent plant from which the apomictic plant is produced. The 
specification only describes the method using the angiospermous plants of Antennaria, 
Tripsacum and Sorghum (see page 26, line 19 to page 27, line 27). In addition, the 
Carman declaration also only describes the claimed invention using only Antennaria, 
Tripsacum and Sorghum (see pages 10-23). 

Another objective is to put the public in possession of what the applicant claims 
as the invention. See Regents of the University of California v. Eli Lilly, 119 F.3d 1559, 
1566, 43 USPQ2d 1398, 1404 (Fed. Cir. 1997), cert, denied, 523 U.S. 1089 (1998). The 
claimed invention does not put the public in possession of what the Applicant claims as 
the invention because the Applicant is broadly claiming the broad genus of 
angiospermous plants, but has only described the invention using Antennaria, 
Tripsacum and Sorghum, as stated above. 

To satisfy the written description requirement, a patent specification must 
describe the claimed invention in sufficient detail that one skilled in the art can 
reasonably conclude that the inventor had possession of the claimed invention. See, 
e.g., > Moba, B.V. v.Diamond Automation, Inc., 325 F.3d 1306, 1319, 66 USPQ2d 
1429, 1438 (Fed.Cir. 2003);< Vas-Cath, Inc. v. Mahurkar, 935 F.2d at 1563, 19 
USPQ2d at 1 1 16. One of skill in the art cannot reasonably conclude that Applicant had 
possession of the claimed invention using every and all angiospermous plant as is 
broadly claimed. However, a showing of possession alone does not cure the lack of a 
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written description. Enzo Biochem, Inc. v. Gen-Probe, Inc., **>323 F.3d 956, 969-70, < 
63 USPQ2d 1609, 1617 (Fed. Cir. 2002). 

Applicant argues that the original disclosure teaches and provides examples of 
the presently claimed invention, for example in Figures 2-5 and Example 1 (see page 9 
of 'Remarks' filed December 23, 2005). 

This is not persuasive. Figure 2 simply shows megasporacyte and dyad of A. 
umbrinella and A. racemosa, Figure 3 shows the variation in female reproductive 
schedules among nine Antenaria spp., Figure 4 shows the duration of meiosis for 17 
ecologically diverse sorghum land races, and Figure 5 shows the mean inner 
integument length at the dyad stage of meiosis for sorghum. None of this figures are an 
adequate written description for the broad genus of angiospermous apomictic plants. 

Applicant argues that the disclosure teaches and provides examples of the step 
of increasing the genetic stability for apomixis of the facultatively apomictic parent plant 
produced in the first step (see pages 10-1 1 of 'Remarks' filed December 23, 2005). 

This is not persuasive. The specification does not provide an adequate written 
description of the broad genus of facultatively apomictic parent plants. It only provides a 
written description for Antennaria, Tripsacum and Sorghum (see page 28, lines 10-32). 
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Applicant argues that Example 2 of the specification provides a working example 
of successfully increasing the genetic stability for apomixis in a facultative apomict (see 
page 1 1 , 4 th paragraph of 'Remarks' filed December 23, 2005). 

This is not fully persuasive because this is not an adequate written description for 
the broad genus of facultative apomicts. 

Applicant argues that the 1 .132 declaration provides evidence of the 
effectiveness of the claimed method (see page 1 1 , last paragraph of 'Remarks' filed 
December 23, 2005). 

This is not persuasive. The Carman declaration only provides support for the 
invention using Antennaria, Tripsacum and Sorghum (see pages 10-23). 

Claim Rejections - 35 USC § 112, first paragraph • Enablement 

4. Claims 1-10, 13-20 and 29-36 remain rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. The rejection is repeated for the reasons of record as 
set forth in the Office Action mailed June 28, 2005, as applied to claims 1-20 and 29-38. 
Applicant's arguments filed December 23, 2005 have been fully considered but they are 
not persuasive. 

Applicant argues that the amended claims have been narrowed and are not 
overly broad (see page 13 of the 'Remarks' filed December 23, 2005). 
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This is not persuasive. The claims are overly broad because they are drawn to 
any facultatively apomictic parent plant. The specification only provides evidence of use 
with Antennaria, Tripsacum and Sorghum (see page 28, lines 10-32). 

Applicant argues the claimed invention relates to making hybrid plants and either 
doubling the chromosome numbers or preventing sexual reproduction and that these 
procedures are well known in the art (see pages 13-14 of the 'Remarks 1 filed December 
23, 2005). 

The Examiner did not address the nature of the invention and does not see how 
the argument is relevant to the arguments presented by the Examiner in the Office 
Action mailed June 28, 2005. 

Applicant argues that the state of the prior art teaches that plant hybridization is 
well developed and known and that these well techniques can be used to produce the 
facultative apomictic plant using the claimed method (see page 14 of 'Remarks' filed 
December 23, 2005). 

This is not persuasive. Though plant hybridization is well developed and known, 
it would require undue trial and error experimentation to determine which, if any, of the 
broad genus of sexual plants from an angiospermous plant species, genus, or family 
could be used in producing a facultatively apomictic parent. In addition, the Examiner 
did not address the state of the prior art and does not see how the argument is relevant 
to the arguments presented by the Examiner in the previous Office Action. 
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Applicant argues that the level of skill of a person of ordinary skill in the art is 
relatively high; therefore allowing a person of ordinary skill in the art would know how to 
(1 ) select plants for a plant breeding experiment; (2) conduct embryological analyses of 
plants identifying initiation of embryo sac formation, developmental maturity of the 
nongametophytic ovule and ovary tissues; (3) hybridize selected sexual plant lines by 
plant breeding; (4) recover seed from the hybridization, sow and raise plants from the 
seed; (5) identify facultatively apomictic progeny; (6) chromosome doubling; (7) BIN 
hybridization; and (8) introgressing meiotic mutations. 

This is not persuasive. It would require undue trial and error for one of ordinary 
skill in the art to (1) select plants for a plant breeding experiment; (2) conduct 
embryological analyses of plants identifying initiation of embryo sac formation, 
developmental maturity of the nongametophytic ovule and ovary tissues; (3) hybridize 
selected sexual plant lines by plant breeding; (4) recover seed from the hybridization, 
sow and raise plants from the seed; (5) identify facultatively apomictic progeny; (6) 
chromosome doubling; (7) Bill hybridization; and (8) introgressing meiotic mutations for 
the broad genus of sexual plants from an angiospermous plant species, genus, or family 
could be used in producing a facultatively apomictic parent to determine which, if any, 
would work. 

Applicant argues that the claimed invention is not unpredictable because the 
procedures used in the claimed invention are well known in the art (see pages 15-17 of 
the 'Remarks' filed December 23, 2005). 
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This is not persuasive. The Examiner has provided evidence of the 
unpredictability of producing apomictic plants (see pages 10-13 of the previous Office 
Action mailed June 28, 2005) and Applicant has not provided any evidence to overcome 
such evidence. 

Applicant argues that the specification provides working examples of increasing 
the genetic stability for apomixis in a facultative apomict and that the Carman 
declaration also provides evidence (see page 19 of the 'Remarks' filed December 23, 
2005). 

This is persuasive; however, both the specification and the Carman declaration 
provide working examples for the use of Antennaria, Tripsacum and Sorghum (see 
page 28, lines 10-32 of the specification and pages 10-23 of the Carman declaration). 

Applicant argues that quantity of experimentation needed would be merely 
routine (see page 19 of the 'Remarks' filed December 23, 2005). 

This is not persuasive. As stated in the previous Office Action mailed June 28, 
2005, page 13, the invention as claimed would require undue experimentation given 
the unpredictability of producing apomictic plants, the unpredictability of stabilizing 
apomixis in plants, the unpredictability of crosses between sexual lines and apomictic 
lines, the breadth of the claims, the lack of guidance regarding the broad genus of 
facultatively apomictic parent plants, the absence of working examples of the invention 
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regarding the broad genus of facultatively apomictic parent plants, and the 
unpredictability of chromosome doubling. 

Claim Rejections ■ 35 USC § 102/103 

5. Claims 1-10, 13-18 and 29-36 remain rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Lutts et al. 
The rejection is repeated for the reasons of record as set forth in the Office Action 
mailed June 28, 2005. Applicant's arguments filed December 23, 2005 have been fully 
considered but they are not persuasive. 

Applicant argues that Lutts et al teach hybridization of two known apomictic 
species and that the claimed invention teaches the identification and hybridization of 
plants that have divergent reproductive schedules of ovule development in order to 
produce an apomictic hybrid parent plant. Applicant further argues that Lutts et al do not 
teach or suggest increasing the genetic stability of the apomictic plant after it is 
produced (see page 20, 4 th and 5 th paragraphs of 'Remarks' filed December 23, 2005). 

This is not persuasive. Lutts et al teach a method of producing an 
angiospermous apomictic plant with increased genetic stability for apomixis by 
hybridizing sexual angiospermous plants and doubling the chromosome number of the 
apomictic parent, as stated on page 15 of the previous Office Action mailed June 28, 
2005. Lutts et al also teach the use of fertile apomictic F1 hybrids as a pollen parent in 
backcrossing (see page 19, 1 st column, 2 nd paragraph). The hybridizing of 
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angiospermous plants having divergent reproductive schedules of ovule development 
would have been obvious to one of ordinary skill in the art. It would be no different than 
hybridizing plants that had different maturity classes or different flower color. The 
teaching of Lutts et al provide the steps, motivation and reasonable expectation of 
success as discussed on pages 15-16 of the previous Office Action mailed June 28, 
2005. 



Conclusion 

6. No claims are allowed. 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keith O. Robinson, Ph.D. whose telephone number is 
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571-272-2918. The examiner can normally be reached on Monday - Friday 7:30 am - 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



9. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Keith 0. Robinson, Ph.D. 



273-8300. 



March 15, 2006 




DAVID H.KKUSE.PH.D. 

primary Emmm 



